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1 Application for patent filed April 26, 1996, entitled
"Met hod For Measuring The Lift O A Valve Needle OF A Val ve
And For Adjusting The Volunme O Media Flow O The Val ve, "
which is a continuation of Application 08/ 300, 835, now
abandoned, which clains the foreign filing priority benefit
under 35 U. S.C. 8 119 of German Application P 43 29 976. 8,
filed Septenber 4, 1993.
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clainms 1-13.

W reverse.
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BACKGROUND

The di sclosed invention is directed to a nethod for
measuring the lift of a valve needle using a |laser. The
setpoint values for the lift of the valve needle correspond to
preci sely known, specified volunes of nedia flow to be
del i ver ed.

No prior art is relied on in the rejection.

The specification is objected to, and clainms 1-13 stand
rejected under 35 U. S.C. 8§ 112, first paragraph, as failing to
provi de an adequate witten description of the invention and
failing to adequately teach how to make and/or use the
invention. The Exam ner states that the specification shows
generation of laser light but fails to disclose a |ight
detector. Further, the Exam ner states, it is not disclosed
how t he detected radiation woul d be mani pul ated to determ ne
axi al distance and "[a] person with ordinary skill in the art
woul d have to guess on the type of detector and the process of
mani pul ating the data in order to make and/or use the
i nvention"” (Exam ner's Answer, p. 4).

W refer to the Final Rejection (Paper No. 13) and the

Exam ner's Answer (Paper No. 16) (referred to as "EA

") for a
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statenent of the Exami ner's position, and to the Brief (Paper
No. 15) (pages referred to as "Br__ ") and the Reply Brief
(Paper No. 17) for a statenment of Appellants' argunents
t her eagai nst .

OPI NI ON

Witten description

The witten description rejection under 35 U.S.C. § 112,
first paragraph, is used to reject when a claimis anended to
recite elenments thought to be wi thout support in the original

di scl osure. In re Rasmussen, 650 F.2d 1212, 1214- 15,

211 USPQ 323, 326 (CCPA 1981). "Satisfaction of the
description requirenent insures that subject matter presented
in the formof a claimsubsequent to the filing date of the
application was sufficiently disclosed at the tinme of filing
so that the prima facie date of invention can fairly be held

to be the filing date of the application.” Vas-Cath, Inc. v.

Mahur kar, 935 F.2d 1555, 1562, 19 UPSQ2d 1111, 1115 (Fed. GCr

1991), citing Inre Smth, 481 F.2d 910, 914, 178 USPQ 620,

623 (CCPA 1973). Witten description is a question of fact.

Vas- Cath, 935 F.2d at 1563, 19 USPQ2d at 1116.
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The Exam ner does not reject the clainms on the basis that
a limtation added by anendnent is w thout support in the
original disclosure. 1In fact, the original clainms have not
been anmended. Accordingly, the witten description rejection
is not proper. The rejection of clainms 1-13 under the witten
description requirenent of 8§ 112, first paragraph, is

rever sed
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Enabl enent

"The test of enablenent is whether one reasonably skilled
in the art could make or use the invention fromthe
di scl osures in the patent coupled with information known in

the art without undue experinentation.”™ United States v.

Telectronics, Inc., 857 F.2d 778, 785, 8 USPQR2d 1217, 1223

(Fed. Gir. 1988), citing Hybritech, Inc. v. Mnoclona

Anti bodies, Inc., 802 F.2d 1367, 1384, 231 USPQ 81, 94 (Fed.

Cir. 1986). Patents are witten to be read by those having
ordinary skill in the art and a patent need not teach, and
preferably omts, what is well known in the art. Paperless

Accounting, Inc. v. Bay Area Rapid Transit System

804 F.2d 659, 664, 231 USPQ 649, 652 (Fed. Cir. 1986). The
U S. Patent and Trademark O fice nust support a rejection for

| ack of enabl enent with reasons. In re Marzocchi,

439 F.2d 220, 223-24, 169 USPQ 367, 369-70 (CCPA 1971).
Enabl ement is a question of |aw, which may involve subsidiary

gquestions of fact. Paperless Accounting, 804 F.2d at 664,

231 USPQ at 652.
We find ourselves in agreenent with Appellants' argunments

in the Brief and Reply Brief that the subject matter of
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clainms 1-13 is enabled. As noted by appellants (Br4),
figures 2 and 3 disclose that the | aser system 71 generates

and detects |ight because the | aser beans (70a and 70b in

figure 2; 70c in figure 3) have arrows in both directions,
toward and away fromthe | aser system 71. The specification
di scl oses neasuring the valve needle lift with a | aser system
(e.qg., specification, p. 2, lines 20-25). In particular,

original claim1, which is part of the disclosure, recites

"measuring an axial range of notion . . . by detecting the
radiation.” It would have been manifestly apparent to one of
ordinary skill in the art that "detecting the radiation” mnust

be done with a detector appropriately placed to neasure the
reflected radiation. Accordingly, we find the Exam ner erred
in stating that "Appellant has nmade no reference to the
detection of light in the specification" (EA3).

As to the Exam ner's position that it is unclear how the
detected radi ation woul d be mani pulated to determne lift of
t he val ve needl e, Appellants argue that |aser systens to sense
position by reflected Iight were well known to one of ordinary
skill inthe art at the tinme of filing and, hence, did not

need to be disclosed in detail (Br7-8). It is the Examner's
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burden to provide evidence or convincing reasons why a | aser
measur enent system was not enabling. The Exam ner has nerely
guesti oned how t he nmeasurenent is done, and stated that how

t he measurement is done is not known to the Exam ner rather
than by one skilled in the art, which we feel does not satisfy
the Exam ner's burden. Neverthel ess, Appellants provided the
Exam ner a copy and translation of "Dynam c Aut of ocus Sensor
for Measuring Three-D nensional Mcrostructures,”

t m Techni shes Messen 59 (1992) 1, R d denbourg Publishing
House, pp. 3-9 and Fig. 1. This reference proves that |aser
positi on neasurenent systens were known in the prior art.

Mani festly, any |aser neasurenent system could be used since
this is not Appellants' invention. This is not a case where
the el ements were not known to exist in the prior art. Cf.

In re Buchner, 929 F.2d 660, 18 USPQ2d 1331 (Fed. Cir. 1991)

(no evidence that phase conparator having four inputs and one
out put and divider having two inputs and one out put were known
in the prior art). Accordingly, the Examner erred in
concludi ng that | aser measurenent systens were not

conventi onal .
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For the reasons stated above, we conclude that the

Exam ner has failed to establish a prinma facie case of non-

enabl ement. The rejection of clains 1-13 under the enabl enent

requi renent of 8§ 112, first paragraph, is reversed.
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CONCLUSI ON

The rejections of clainms 1-13 are reversed.

REVERSED

KENNETH W HAI RSTON )
Adm ni strative Pat ent Judge )

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge
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